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Greetings: 

This Request for Reconsideration is being filed in response to the Office Action of January 
10, 2003. 

Claims 10-13 and 23 remained rejected under 35 U.S.C. § 102(e) as being anticipated by U.S. 
Patent No. 6,235,358 to Goto. 


Page 1 - REQUEST FOR RECONSIDERATION (09/507,212) 


Received from < 5032282635 > at 316/03 7:58:36 PM [Eastern Standard Time] 


Birdwell Janke Durando Fax: 5032282635 


Mar 6 2003 17:56 


P. 06 


Consistin g essentially of 

According to MPEP 2111.03, the "transitional phrase 'consisting essentially of* limits the 
scope of a claim to the specified materials and steps 4 and those that do not materially affect the 
basic and smsL characteristic^)' of the claimed invention. In re Hertz, 537 F.2d 549, 55 1-552 
190 USPQ 461, 463 (CCPA 1976)." 

In claim 10, Applicant recites "the coating consisting essentially of titanium dioxide so 
as to attract water molecules to produce a hydrophilic surface on the container for facilitating 
cleaning the container." According to MPEP 21 1 L03 mentioned above, items that " materially 
affect the basic and novel characteristic^)" of the claimed invention do not fall within the scope 
of the claim. MPEP 21 1 1.03 also states that "[i]f an applicant contends that additional steps or 
materials are excluded by the recitation of 'consisting essentially of, 1 applicant has the burden of 
showing that the introduction of additional steps or components would materially change the 
characteristics of applicant's invention. In re Lajam> 337 F.2d 870, 872, 143 USPQ 256 (CCPA 
1964).** 

As evidenced by the Declaration of Professor Philip R. Watson, Professor of Chemistry at 
Oregon State University, the coating in Goto includes the added ingredient of epoxy resin, which 
materially affects the basic and novel characteristics of the claimed invention. Professor Watson 
stated in his Declaration that "the coating disclosed in Goto would not provide titanium dioxide 
molecules in a form that makes them available to form a hydrophilic surface on a container to 
facilitate cleaning the container." 

In In re Lajarate the applicant claimed an "electrically insulating glass having a 
composition consisting essentially of " and listed the ingredients used to form the glass, The 
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Examiner rejected the claim citing U.S. Patent No, 2,443,142 to Lyle, which contained the 
claimed ingredients plus the additional ingredients of sulfur and carbon, The board had argued 
the following: 

Lyle discloses that a very small amount of carbon, less than Vi of 1%, is employed 
in the preparation of his glass composition A, In our opinion it would not be 
expected that the presence of this small amount of carbon would substantially 
alter the electrical resistance of the glass composition. Claim 11 which recites 
'consisting essentially* the named ingredients does not exclude small amounts of 
other materials which do not change the essential character of the composition. In 
our opinion, it must also be considered that some of the charcoal employed by 
Lyle may be lost due to atmospheric oxidation during the preparation of the final 
glass. In the absence of a factual showing of a critical difference in the electrical 
resistance of applicant's glass composition compared to that of the compositions 
taught by Lyle, we are of the view that claim 1 1 does not patentably distinguish 
from the reference. (Emphasis added.) 

In re Lajarte, 337 F.2d 870, 872, 143 USPQ 256, 258 (CCPA 1964). 

However, in response to this argument, the Court of Custom and Patent Appeals 

disagreed with the board and stated: 

In the total absence of evidence in the record to indicate that the amber glass 
disclosed by Lyle would be expected to have desirable electrical insulating 
properties, we can find no justification for placing the burden on applicant to 
conduct experiments to determine the insulating properties of the colored glass 
disclosed by Lyle. Although there are only very slight differences between the 
Lyle composition and that sought to be patented, we cannot assume that these 
small differences are incapable of causing a difference in properties. Applicant in 
showing that his glass has basic and novel properties (at least as far as the record 
is concerned), would appear to have met his burden. 

In re Lajarte, 337 F.2d 870, 872, 143 USPQ 256, 259 (CCPA 1964). 

In compliance with MPEP 2111 .03, Applicant has met the burden of showing that the 

introduction of additional steps or components would materially change the characteristics of 

applicant's invention by providing evidence that "the coating disclosed in Goto would not 
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provide titanium dioxide molecules in a form that makes them available to form a hydrophilic 
surface on a container to facilitate cleaning the container." However, the Office Action does not 
give this evidence sufficient weight. 
The Office Action stated that: 

[i]n the Declaration, received on October 30, 2002, Applicant provides various 
opinions to state that Goto's coating layer is different from the presently claimed 
invention. However, merely stating one's opinions cannot be scientifically 
founded to show the novelty of the present invention over the prior art. It is 
recommended that Applicant provide concrete scientific evidence > such as 
experimental data including comparative examples, to show different results that 
are patentably distinguishable from the prior art. 

However, this requirement contradicts the Court of Custom and Patent Appeals, which 
stated in In re Lajarte, 337 F.2d 870, 143 USPQ 256, 258 (CCPA 1964) that "we can find no 
justification for placing the burden on applicant to conduct experiments to determine the 
insulating properties of the colored glass disclosed by Lyle." That is there is no justification for 
placing the burden on applicant to conduct experiment^ to determine the hydrophilic properties 
of the Goto reference. 

Moreover, from the above statement in the Office Action, it appears that there is 
confusion between an opinion statement and a factual statement. Professor Watson's statement 
that "the coating disclosed in Goto BawtoLflgt provide titanium dioxide molecules in a form that 
makes them available to form a hydrophilic surface on a container to facilitate cleaning the 
container" is a factual statement. 

This is similar to In re Alton, 76 F.3d 1 168 (Fed Cir. 1996) in which a declaration was 
provided by an expert that commented on the characteristics of a chemical composition in regani 
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to a 35 U.S.C. §1 12(1) rejection. The F deral Circuit stated: 

...the examiner interpreted the Wall declaration as offering opinion evidence, 
rather than factual evidence .... The Wall declaration's assertion that 
"[mjodifying the residue at position 81 would have no effect on {disulfide bridge 
formation] because neither [aspragine] nor lysine can participate in disulfide 
bridge formation" is a factual statement . , . . Dr. Wall's use of the words "it is my 
opinion" does not transform the factual statements contained in the declaration 
into opinion testimony. (Emphasis added) 

In re Alton, 76 R3d at 1 174-75. 

Professor Watson's statements regarding the Goto reference are factual statements that 
must be given weight. MPEP 716.01 

Applicant has surpassed his burden by providing J&fi&al evidence from a Professor of 
Chemistry at Oregon State University that "the coating disclosed in Goto wo^d r\at provide 
titanium dioxide molecules in a form that makes them available to form a hydraphilic surface on 
a container to facilitate cleaning the container. There is no evidence of record to the contrary. 
The foregoing is sufficient to overcome the rejection based in the Goto reference. 

Response to further arguments in the Office Action 

In regard to the argument in the Office Action that "Goto's coating layer would also 
inherently attract atmospheric water as presently claimed," Applicant has provided factual 
evidence that this statement is incorrect (See the Declaration) 

The Office Action also stated that "it has been well settled that limitations on the 
properties of materials worked upon or functional limitations have been held to have 
insignificant patentable weight in an apparatus claim. See MPEP 2114-2115." 
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MPEP 21 14 states that "apparatus claims must be structurally distinguishable from the 
prior art." However, as explained by the Federal Circuit, functional language can provide this 
structural distinction. For example, in K-2 Corp, v. Salomon S.A, 191 R3d 1356, 1362 
(Fed»Cir. 1999), the Federal Circuit stated in regard to claim language, M [t]he functional language 
is, of course, an additional limitation in the claim," 

MPEP 2115 states "material or article worked upon does not limit apparatus claims," 
However, the claims do not contain references to the materials or articles worked upon. 

Claim 19 is allowable for the reasons stated above* 

Applicant respectfully requests that a timely Notice of Allowance be issued in this case. 


Sincerely, 



Deborah Blyveis 

Birdwell, Janke & Durando, PLC 

Reg. No. 47,337 


XAdatrtwpS 1 W AMASHHAWtf\reBpor«eRffin2. wpd 
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In re Do Laj&rU 
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52 OCPA B26 

Court of Customs and Patent Appeals 

In ye D» Lajabts 
Appl. No. 7287 Decided Nov. 6, 196* 

PATENTS 

L Claims— "Comprising," "Consisting," 
etc (§30,30) 

Pateatabflfty— Composition of matter 
(§5130) 

Where claims are directed to glass 
composition and applicant contends that 
two modifying components In reference 
composition are excluded by claim's 
words "consisting essentially of," ap- 
plicant has burden of allowing the basic 
or novel characteristics of his glass, 

1. e., of showing that Introduction of 
theso two components would materially 
change characteristics of applicant's 

glass; burden is met by pointing 1 out 
i specification and claims the great in- 
crease in desired properties resulting 1 
from his glass. 

2, Patentability— CowpooHion of mat- 

ter (§31/30) 

Pleading- and practice in Patent Office 

—In general <§ 54.1) 
In total absence of evidence to in* 
dicate that glass disclosed by reference 
would be expected to have desirable 
insulating properties, there is no justifi- 
cation for placing burden on applicant 
to conduct experiments to determine in- 
sulating properties of such glass; it 
cannot be assumed that small differ- 
ences between reference's glass and ap- 
plicant's glass are incapable of causing 
a difference in properties i by * 
"sic 


that his glass has basic and novel 
properties, applicant has met his burden. 

3, Patentability — Composition of matter 
(§ 5L80) 

Specification — Sufficiency of disclo- 
sure (§617) 

Cases cited in support of position that, 
in order for range claimed by appli- 
cant to ha critical, range must be dis- 
closed as being critical, are not appli- 
cable in instant case since issue in- 
volved is anticipation under 85 V.S.C. 
102, not obviousness. 

Particular patents — Glass 

De Laj&rte, Glass Compositions, claims 
5 and 11 of application allowed. 

Appeal from Board of Appeals of the 
Patent Office. 

Application for patent of Stephane 
Dufaure De Laiarte, Serial No* 569,- 
956, filed July 5, 1907; Patent Office 


Division 56. From decision rejecting 
claims 5 and 11, applicant appeals. M$ 
versed* J 
John IX Sotmoto and Bator & £e?J 

fppdiant h °* NW Y ° rfc N ' Y " 
CltaZlENGE TP- MOOKB (GfiOROB C. avuik 
MB* a of counsel) for Commissioner 
of Patents. \ 

Before Rich* Acting Chief Judged 
Martin, SMrrH, and Almond, Assort 
^dge.* Judfi **' ftn< * K*»A*BTCa>lj 
Almond, Judge. 

Stephana Dufaure De La j arte appeal^ 
from a decision of the Board of Appeals ?? 
affirming the examiner's rejection of slfrj 
of the claims in appellant's applica- 
tion i for a glass composition. r „ 

The rejected claims 6 and 11 read as ; | 
follows: 7 

6. Electrically insulating glass hav- l 
ing a composition consisting essen-^" 
tially of the fallowing constituents in? 
per cent by weight; 

SiOi 66.3 

BtO, _ 

A1*0* 3,0 

FesO, 1.6 

MnO 0.6 

CaO 8 

&o° ! 
ft 0 I 


said glass having resistance to per 
foration equivalent to at least about 
36 KV in a plate 600 x 600 x 1 
mm M at 200* C., under 60 cycle air 
ternating current* 

11. Electrically resistant glass, in, 
particular for glass insulators, having; 
a resistance to perforation equivalent 
to at least about 20 K.V. in a plate 
500 x 500 x 1 mm, at 200° C., under- 
sine wave current of 50 periods, ana 
having a composition consisting es- 
sentially of 

68-75 wt. par* ; 

cent 


SiO, 4- ALO, 
of which AlfQt la al- 
ways present and is 
lower than 8% 

Na 8 4- KiO 12-15% 
of which K,0 is 1- 4% 

♦United States Senior Judge for tns< 
Eastern District of Pennsylvania, deals-, 
nated to participate in place ox Chief 1 
Judge worley. pursuant to provisions of ^ 
SecSon 294(d), Title 28, United States | 
Code* * 


&rid KaaO is not 
■w v over 

i? ■ " 

f^and Na*0 is not 
over 


11% when AltO* < 
is less than i 
4<?c f 


# 1 Sterial No. 66W56, flled July 5, 1957,; 
for "Glass Compositions," 


13% when AliOi 
is greater than 
4% 

tbers from the 
v jp consisting of 
LO, MgO, anTfeaO 12-16% 

which CaO and 
K) are present 
and CaO is in the 
grange 7-12% 
fetal oxides of the 
»e of BiO., FejO«j 
^ TiOj, PbO, 
.uO, ZnO + fluor- 0- 6% 
«je compounds 
Appellant indicates that the intended 
« ^«f his glass is as an electrical in- 
ttor* Glass suitable for such use must 
high resistance to perforation by 
.voltage electric current, nartieular- 
jen the glass is hot Appellant states 
^insulator glass must also maintain 
resistivity at high temperatures, have 
^chemical durability under conditions 
se and be free of devitrified or crys- 
m particles. Hs alleges that a glaae 
ing all of the desired properties can 
brained by making & glass having the 
position set forth in the claims. It 
*~b* seen from 11 that a rather fct- 
Jcate relatlonahip between eompo* 
*~ is specified. For example, the 
„-nt of AlsOi present must be below 
|Kbut not until the exact amount of 
$ is determined can the limits on 
. and Na*0 be set. The amount of 
,may vary from 1 to 4% but the 
Jussible range of KjO is not deter- 
[6d until the amount of N&iQ is es« 
ished. 

i his application, appellant compares 
fc. is described as "a prior art glass 
^.standard composition for electrical 
viators" with glasses which conform 
^he composition set forth in the 
The prior art glass contains 
SiO* 1.59S> A^O., 14.B& Na*O p 
X.O, 11 J ft CaO, MgO, 1.37* 
^. 7 >i, and 0.6% MnO. It can be seen 
|t this composition varies from that 
foforth in claim 11 in containing more 
11% NajO and less than 1% X,0. 
^ prior art glass had a resistance to 
foration of 14 KV in a plate 500 x 
r.;at 7mm*, at 200* a, under 60 cycle 
gating current The three glasses 
"T compositions according to the 
. have resistances of 34,5 KV, 81 
and 36 X.V. ' 
he sole reference is: 
i tyle 3,448442 June 8 f 1948 
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Division 56- From decision reject 
claims 5 and 11, applicant appeals. 1 
versed. 

John L. Seymotb and Baves ft 

MOW. both of New York, N.Y., 
* appellant 

Clarbnck W. Moors (Oeohoe C. ~ 
minq of counsel) for Commissio 
of Patents. 


143 USPQ 
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Before JttCH, Acting Chief Jtti 
Maatin, Smith, and Almond, A 
date Judges, and K1bkpa*» 1 
Judge.* 

Almond, Judge, 

Stephane Dufaure Da Lajarte app 
from a decision of the Board of Ap- 
aMrming the examiner's rejection t 
of the claims in appellant'? appmi 
tion * for a glass composition* & 

The rejected claims % and 11 readg 
follows s 

6, Electrically insulating glass 
ing a composition consisting «s ^ 
ti«3ly of the following constituents^ 
pep cent by weight > 
SiO, 663 

HI 

CaO re 

MgO 4. 
BaO 

Kid 

said glass h&ving resistance to 
f oration equivalent to at least a 
Se KV in a plate 600 x BOO , 
mm*j at 200* C., under 50 cycle-; 
ternnting current. 
J.1. Electrically resistant glassy 
tteular for glass insulators, haw 
sistahce to perforation equivall 
'.c«LBt about AO K.V. in a 

S00 x 7 mm, at 200" C.. l* 
^vejfcgurrent of 60 periods, 
rhavUie a imposition consisting 
ntially of 

3SO. 4- AlaO, 68-76 wt, 

of which A1aO» is al- 
ways present and is 
lower than 8% 

Na* + K*0 12-13% 
of which &0 la 1- 4% 


* united States Senior Judge for 
Eastern District of Pennsylvania, 
sated to participate in place of 
Judge Worley, pursuant to ptrovisli 
Section 584(d), Title 28, United Si 
Cods. 

i Serial No, 069,850, filed July 3, 
for "Glass Compositions." 


and Na*0 is not 
over 


11% when Al.O, 
is less than 

and NftsO is not ^ 
over 13# when AUO« 

is greater than 
4% 

members from the 

group consisting of 

CaO, MgO, and BaO 12-16# 

of which CaO and 

BaO axe present 
and CaO is in the 
range 7-1296 

Metal oxides of the 

type of BaO*, Fe,0», 

ZrO* TiOs, XbO s 

MnO, ZnO -f flnor- 0- 5ft 

ins compounds 

Appellant indicates that the intended 
use of his glass Is as an electrical - in- 
sulator. Glass suitable for such use must 
have high resistance to perforation by 
high-voltage electric current, particular 
If when the glass is hot Appellant states 
that insulator glass must also maintain 
its resistivity at high temperatures, have 
good chemical durability under conditions 
of use and be free of devitrified or crys- 
talline particles. He alleges that a glass 
having all of the desired properties can 
be obtained by making & glass having the 
position set forth in the claims. It 
can be seen from XI that a rather in- 
tricate relationship between compo- 
nents is specified. For example, the 
amount of A1*0* present must be below 
5% but not until the exact amount of 
AlaOs ia determined can the limits on 
SiO> and NaeO be set. The amount of 
KiO may vary from 1 to 4% but the 
permissible range of K*0 is not deter- 
mined until the amount of Na?0 is es~ 
.tabliahed. 


insulators" with which conform 

to the composition set forth in the 
claims. The prior art glass contains 
tt# SiO* AM. 14.5ft Na*0, 

0.3% KaO, 113% CaO, 1,5% MgO, 1.3% 
Fa*0», and 0.6% MnO, It can be seen 
that this composition varies from that 
set forth in claim 11 in containing more 
than 11% N&iO and less than l<tt KiO. 
The prior art glass had a resistance to 
perforation of 14 KV in a plate 500 X 
500 x 7mnu at 200 a C, under 50 cycle 
alternating current. The three glasses 
having compositions according to the 
cjjlma have resistances of 24.5 KV, 81 
KV, and 36 KV. 
The sole reference is: 
Lyle 2,443,142 June 8, 1948 


The stated object of Lyle is to pro- 
duce att amber glass of pleasing color 
And good chemical durability. Amber 
color is obtained by the addition of car- 
bon and sulfur. Lyle states that; 

Prior amber glass of the reduced 
or carbon-sulfur is notoriously un- 
stable and £Uch stability as is attained 
is often transitory. This is to be ex- 
pected from ' the combustibility of the 
basic coloring materials, carbon and 
sulfur. Consequently, such glass, 
which is properly colored when part* 
i&lly melted, may loae color and may 
blister and foam as melting and fin- 
ing proceeds and may become unfit 
for use if held very long at high tem- 
peratures. 

To solve this problem, Lyle uses a 
composition having the following re-* 
lation: S— 2tf=K where S is the weight 
percentage of silica, N is the weight 
percentage of alkali and K is a constant 
ranging from 45 to 90. In Table I Lyle 
sets forth several examples of his amber 
glass including the following composi- 


SiO, 

Al^Oa 

CaO 

MgO 

BaO 

Na*0> KiO 
CaFt 

FOiOa 


70.0% 

7.a 

1.0 
1&0 
1.0 
0.041 


The above glass was made from a hatch 
having the following composition; 

A 

Sand 200.0 
Soda Ash S6.3 
Raw Dolomite 79.8 
Nephelfne Syenite 48.8 
BarytOS 6,0 
fluorspar 8.B 
Powdered Char* 1,0 
coal 

Lyle states that the percentages of sul- 
fur and carbon were omitted from Table 
I and that sulfur in A was supplied 
by barytea in the batch. 

The examiner, in his letter of May 8, 
195S, stated that Lyle "teaches a glass 
composition consisting essentially of the 
same oxides and proportions as claimed 
rVS?, 31 ^' note T afcl * I, composition A 
* * V' The examiner contended In the 
Final Rejection of November IS, 19&9 
and in his Answer that the claims were 
directly readable on the composition of 
Lyle, This language would seem to in- 
dite that the statutory basis of the 
rejection la S& t7,3.C, 103, The " 
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however, totted about critical difference 
which could indicate 108. The solicitor, 
at oral argument, declared that he did 
not know what the ground erf rejection 
was and refused to rely upon either 35 
U.S.C, 102 or 103 alone. Apparently, 
then, both sections must be considered. 

The examiner's intended rejection was 
apparently a "103 rejection," despite 
the actual differences which eaeiet be- 
tween Lyle and the claimed composition. 
In the Examiner's Answer, the 1% KiO 
limitation of the claims was treated as 

follows! 

The composition of Lyle would in- 
clude the proportional limitation re- 
latiunship of Krf> and Na»0 as recited 
in appellant's claim since it is noted 
in Table II, Composition A, that neph- 
eline syenite is employed as the raw 
oaten constituent for supplying KaO 
in the final glass composition A, Table 
L In the analysis of nepheline syenite, 
KaO is present in amounts of more 
than 5%, 

Therefore, in Lyle's composition, 
since ,05 of the combined NajO and 
K»0 total is KaO, the amount of K*0 
is calculated to be about 1 percent of 
the total glass composition, thus fall- 
gg within the range limitation of 
K*0 (1-4%) recited in appellant's 
claims* 

The fact that Lyle contains sulfur and 
carbon in addition to the components 
specified by the claims was not com- 
mented upon by the examiner. 

The Board of Appeals affirmed the ex- 
aminer but admitted that Lyle did not 
fS? 8 ?^ 1 / disclose a glass containing 
1% KiO in stating: 

We note that LyJe discloses, partrfc* 
^"Jy & Sample A (table II in 
colunui 8), that a substantial amount 
of nepheline syenite 2s employed in 
preparing the glass. Although St can- 
not be regarded as certain as to ex- 
actly how much potassium is intro- 
duced into the glass composition there- 
J? 7 'v l her A 4 oea L n ot appear to be any 
ft Kit the glass composition 
SJlL^fu 5 ?^^ We ftnd no evi- 
dence that nerei is any critical dif- 


148USPQ 


USPQ 


In re L 


it would not be expected that the 
presence of this small amount of car! 
bonwonld substantially alter the 
electrical resistance of the glass eonu 
position. Claim 11 which reStea JEE 
Sisttog essentially" the named i£ 
gredienta does not exclude small 
amounts of other materials which do 
not change the essential character of 
toe composition. In our opinion, it 
must also be considered that some of 
the charcoal employed by Lyle may 

5SJS? A ue t0 *taoroheric! oxidation 
during the preparation of the final 
£lass ; In the absence of a factual 
showing of a critical difference in the 
electrical resistance of applicant's 
glass composition as compared to that 
of the compositions taught by Lyle. 
we are of the view that claim IX does 
not patentably distinguish from the 
reference. 

fl] Appellant contends that hfe 
claims are not anticipated by the Lyle 
reference because (1) Lyle's composition 
contains sulfur and carbon which are 
excluded from appellant's composition 


SBllant'a claims. We win first consider 
ie carbon and sulfur question. Appellant 
and the solicitor agree that the issue is 
whether the introduction of sulfur and 
carbon would materially change the 
characteristics of appellant's insulating 
glass. The solicitor would put the buiS 
den of showinfr a material change on 
the appellant The effect of "consisting 
essentially of" was considered in In re 

i*"]^?^ 1 ^ 0 ,' 60 CCPA lsls > 317 
F.2d 951,* 137 USPQ 8S3, where, as in the 
present case, the claims were directed to a 

ftfass composition and the reference eon* 
jtSfr som * tnodil 7 ill S components $a 



« l¥ tween the amount of potas- 
* flTi n f ^ oppositions o? Lyle 
^gj^h^ minimum of 1% specified in 

The board, as did the examiner, failed 
to comment upon the sulfur present fa 
l*m i eompos&on. With regard to carl 
bon, the board stated: 

Lyle discloses that a very small 
amount of carbon, lose than % of 1% 

glass composition A. In 0 ur opinion, 


_ w ----- » charactenstiee n™ 

thus did not distinguish over the ref- 
erence. Thus, here appellant has the 
burden of showing the basic or novel 
characteristics of Tils insulating glass, 
lie has met his burden by pointimr out 
in hie specification and claims the great 

increase in resistance to perforation 
resulting from his composition. 

The Board of Appeals and the solici- 
tor contend that appellant has furnished 
no evidence that a critical difference in 
appellant's emphasised characteristics 
would result from the introduction of 
small amounts of Lyle's coloring agents, 
charcoal and sulfur. It is not clear what 
evidence they would require. The solic- 
itor has noted that an affidavit which 
the board did not consider contains 
nothing significant on this issue- It may 


i implied that the Patent Office would 
jjuire appellant to duplicate the Lyle 
ass and compare its resistance to ner- 
vation with that of appellant's glass. 

In the total absence of evidence 
^ the record to indicate that the amber 
as disclosed by Lyle would be e*- 
r ted to have desirable electrical in- 
dafang properties, we can find no 
atLficfltion for placing the burden on 
"plicant to conduct experiments to de- 
-■mine the insulating properties of the 
Jored glass disclosed by Lyle- Al- 
|pugh there are only very slight dif. 
wBces between the Lyle composition 
that sought to be patented, we can- 
™ assume that these small deferences 
p|e incapable of causing a difference 
^ J?fop«rties, Appellant, in showing 
at nis glass has basic and novel prop, 
ties (at least as far as the record Is 
learned), would appear to have met 
burden. 

[^Another difference between appel- 
gh's glass and the Lyle glass is the 
^ content Claim 11 calls for 1 to 
s^S* 0 ' ppf nepheline syenite, 
g; KiO-containing rock, in forming his 
Hass* The amount of K.0 in the neph- 
L Byenite apparently may vary 
,«rtly and thus it is impossible to say 
1st how much K.0 is present in the 
yle composition. Appellant contends 
at least one type of nepheline sy- 
mite will introduce only 0.6% KiO into 
%* composition, The solicitor appar- 
Jfltly concedes that the amount of 

uncertain* His position is, however, 
ttfet even 0*6% is enough to meet the 
tfaims because there is no proof that 
Jtte range of 1 to 4% is critical. There 
gS no indication in the record that the 
™*ner ever Questioned the criticality 
,Jk* ****** . The question was appa£ 
ntly first raised by the board. After 
he board's decision, appellant filed an 
1£f*1£ attempting to establish the 
g^ttcaiity of the 1-4% range. The board 
abused to consider the affidavit on the 
tas that no new rejection had been 
uweand that the affidavit was not 
Jed in time. The appellant does not 
dispute that ruling here, 
't«l In support of his position that 
Mtttu f or * Q] *imed range to be crit- 
B5S f ih ? ^ge must be disclosed as being 
^grftleal. the solicitor cites In re Bour- 
SJPa 44 COPA 740, 240 F.Sd 353. 112 
$££Q 823! In re Selmi et al„ 83 CCPA 
Mil lU nF'ftJ£ 70 **PQ 19T; IS rl 
mtP*b£ ? CPA J2? f 115 F.Sd 249, 47 
^ p S fl 2°5; In re Honnig, W CCPA 74Q, 

L'^^a™^ In ™ Shoe" 
CC ? A 1083 ' 85 ™ 288 ' ^ 
SS? Q .^ 0 L And In " Glider, 2S CCPA 

c ourdon, Britten and Shoemaker, the 
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it would not be expected that 
presence of tbis small amount of 
bon would substantially alter 
electrical resistance of the glass cbtf 
position. Claim 11 which recites "co 
sisttog essentially" the named * 
gredients does not exclude s 
amount* of other materials which.!, 
not change the essential character * 
the composition. In our opinion^ 
must also be considered that same}$ 
the charcoal employed by Lyle 
be lost due to atmospheric oxidat 
during the preparation of the 
glass. In the absence of a fa 
showing of a critical difference in ) 
electrical resistance of applies? 
glass composition as compared to .tfr flBMBa L: 
of the compositions taught by 
we are of toe view that claim 11 c 
not patentabiy distinguish from 
reference. 

[I] Appellant contends that' 
claims are not anticipated by the I 
reference because (1) Lyle's composr 
contains sulfur and carbon which it 
excluded from appellant's composii 
by the words "consisting essentially 
and (2) Lyle's composition does not mg 
the 1% K*0 limitation recited in i 
peUent's claims. We will first conafl 
the carbon and sulfur question. Appe 
and the solicitor agree that the issu 
whether the introduction of sulfur 
carbon would materially change 
characteristics of appellant's inaulat 
glass. The solicitor would put the fi 
den of showing a material change* 
the appellant The effect of "consist?, 
essentially of" was considered in lw$ 
Janakirama-Rao, 60 CCPA 1312, <& 
F.2d 951, 187 USPQ 898, where, as inl| 
present case, the claims were directed m 
glass composition and the reference cm 
tained some modifying components s| 
addition to those claimed by appellan 
The court found that appellant's gu 
had no basic or novel characteristics ; 
thus did not distinguish over the 
erence. Thus, here appellant has 
burden of showing the basic or no 
characteristics of aie insulating gla 
He has met his burden by pointing L__ 
in his specification and claims the EffWmtBS; 
increase in resistance to perforat 
resulting from his composition. \ m^—™.. . 

The Board of Appeals and the spBcjlHBft 
tor contend that appellant has furnisB 
no evidence that a critical difference/, 
appellant's emphasized charactcris* 
would result from the introduction "1 
small amounts of Lyle's coloring age 
charcoal and sulfur. It is not clear wli 
evidence they would require* The 
itor has noted that an affidavit wfc 
the board did not consider confc 
nothing significant on this issue. It l 


be implied that the Patent Office would 
require appellant to duplicate the Lyle 
glass and compare its resistance to per- 
foration with that of appellant's glass* 

[SI] In the total absence of evidence 
in the record to indicate that the amber 
glass disclosed by Lyle would be ex- 
pected to have desirable electrical in- 
sulating properties, we can find no 
justification for placing the burden on 
applicant to conduct experiments to de- 
termine the insulating properties of the 
colored glass disclosed by Lyle. Al- 
though there are only very alight a dif- 
ferences between the Lyle composition 
and that sought to be patented, we can- 
not assume that these small differences 
are incapable of causing a difference 
in properties. Appellant, in ahowmg 
that his glass has basic and novel prop- 
erties (at least aa far as the record is 
concerned), would appear to have met 
hid burden. 

Another difference between appel- 
lant gla&a and the Lyle glass is the 
EeO content. Claim 11 calls for 1 to 
4% K.O. Lyle uses nepheline syenite, 
a KaO-containing rock, in forming his 
glass* The amount of KiO in the neph- 
eline syenite apparently may vary 
greatly and thus ft is impossible to say 
|ust how much KaO is present in the 
Lyle composition. Appellant contends 
that at least one type of nepheline sy- 
enite will introduce only 0.6% mO into 
the composition* The solicitor appar- 
ently concedes that the amount of KiO 
is uncertain. Hia position is, however, 
that even QS% is enough to meat the 
claims because there is no proof that 
the range of 1 to 4% is critical. There 
is no indication in the record that the 
examiner ever questioned the criticality 
of the range. The question was appar- 
ently first raised by the board* After 
the board's decision, appellant filed an 

Affidavit attempting to establish the 

criticality of the 1-4% range. The board 
refused to consider the affidavit on the 
basis that no new rejection had been 
made and that the affidavit was not 
filed in time* The appellant does not 
dispute that ruling here. 

[3] In support of his position that 
In order for a claimed range to be crit- 
ical the range must be disclosed as being 
critical, the solicitor cites In re Bour- 
don, d CCPA 740, 840 F.2d 858, 112 
USPQ 323; In re Selmi et al„ 88 CCPA 
1187, 156 Ft2d 96, 70 USPQ 197? In re 
Britton,28 CCPA 726, 115 VMjfjB,** 
USPQ 265; In re Honnig, 89 GCPA 740, 
193 F.Sd 191, 92 USPQ 136; In re Shoe, 
maker, 23 CCPA 10*3, 83 I\2d 288, 29 
USPQ 209; and In re Greider, 29 CCPA 
1079, 129 FM 568, &4 USPQ 139. In 
Bourdon, Britton and Shoemaker, the 


issue was obviousness* Since the issue 
here is anticipation under 85 U.8.C. 
102, we do not feel that the language 
of those cases is applicable. In Selmi the 
claimed ranges of components in an 
alloy steel actually fell within the 
ranees of components of a prior art 
steel. This case is different because the 
claimed range actually differs from the 
prior art range. In Greider and Eonnig, 
the prior art showed a product similar 
bo that claimed and having the same 
alleged properties. In both cases, the 
court refused to attach any significance 
to a claimed range without a showing 
that the range caused an improvement 
over the prior art product; We do not 
have that situation here because there 
is no indication that the glass composi- 
tion of Lyle has desirable electrical in- 
sulating properties. Thus, we do not 
feel that the cases relied on by the 
solicitor permit us to disregard the 1 
to 4% limitation as immaterial. 

We agree with the solicitor that there 
is little support in the record for the 
range* In fact, as the solicitor has 
pointed out* there is no evidence in the 
record that the application as origin- 
ally filed specifically contained the 1 
to 4% limitation. This attack, however, 
appears to be directed to the sufficiency 
of the disclosure. Since no rejection un<> 
der 86 U.S,C« 112 was made by the ex- 
aminer, that issttB la not now before us. 

The claimed composition contains 1 
to 4% KiO, no sulfur, no carbon, and 
possesses insulating properties which, 
as far as the record indicates, have 
never been known in the prior art- The 
Lyle reference composition contains a 
small amount but likely less than 19& 
KaO plus sulfur and carbon as essen- 
tial components. It is an amber colored 
glass with no electrical insulating prop* 
erties disclosed. In view of these many 

differences, we hold that the Lyle com* 

position does not anticipate appellant's 
claims. 

We do not feel that a rejection based 
upon the premise that the differences 
between appellant's glass and the Lyle 
glasa are obvious can be sustained. Ad- 
mittedly, the differences are small, but 
Lyle is devoid of any suggestion of a 
glasa embodying these differences. Th§ 
examiner has failed to suggest any 
reason for om i tt in g^ carbon and sulfur 
from the Lyle glass. If one were making 
a colorless gla&fr-free of carbon and 
sulfur, there would be little reason for 
using the Lyle formula since it was 
primarily designed to enhance color 
stability. In the absence of any show- 
ing why it would be obvious to modify 
Lyle's glass, a "103 rejection" must be 
reversed* 
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Our discussion has been directed 
primarily to claim H, but the reason- 
in* applies also to claim © which H 
narrower than claim 11 and which the 
board treated as not patentably distinct 
from claim 11. _ m _ , . . _ 

The decision of the Board of Appeals 
is thus rtfowecd. 


Patent Office Trademark Trial and 
Appeal Board 

INFANSEAT COMPANY T. HANOVEB 
MANUFACTURING. COMPANY 

Decided Sept 10, 1964 
TRADEMARKS 

1. Cancellation— Mark and use of parties 

—In general (§ 67,1771) 
Registration— Effect (§67.747) 

Registrant's registration constitutes 
prima facie evidence of its use of reflf- 
iste«d mark for named goods since 
filing date of its application therefor ; 
therefore, cancellation petitioner has 
burden to establish in the first instance 
continuous use of term as a trademark 
for its goods since at least prior to that 
date. 

2. Evidence— Of nee (§67.339) 
Priorily of use of trademark may be 

established by uncorroborated testimony 
of a single witness, if testimony id suffi- 
ciently circumstantial, definite, and other- 
wise convincing; however, testimony U 
insufficient where it id general in char- 
acter and ie not corroborated by any 
documentary or physical exhibits- 
Trademark cancellation No. 8,049 by 
Infanseat Company against Hanover 
Manufacturing Company, lUgietration 
No. 661,659, issued May 18, 195£ Petition 

dismissed. 

ROBEBT V?. B. DlCKERSON, MtftftA? ROB- 
INSON, Carl B. Pox, Jr., Ne> L. CON- 
ley, and JAMES At Babgfride, all of 
Houston, Tex., for Infanseat Company. 

Clarence A. O'Beien & Hasvbt b. 
Jacobbon, Washington D.C., for Han- 
over Manufacturing Company. 

Before Leach, 'WAld&tRMOHBR, and Lbf* 
KOWITZi Members, 

Leach, Member. 

Infanseat Company has petitioned to 


cancel a registration of the mark 
"BABY SITTEE" and certain merely 
a ncillary geographically descriptive 
working and design matter for an in* 
f ant's chair With handles i This regis, 
tration issued May 13, 1353 to Hanover 
Manufacturing Company from an ap* 
plication filed September 11, 1067. 

It is in effect alleged In the petition 
that petitioner and petitioner's prede- 
cessors in business have for many years 
manufactured and sold in interstate 
commerce baby carriers under the 
trademark "BABY SITTER" | that peti. 
doner or one of its predecessors first 
used the said trademark for baby car- 
riers on or before November 8, 1958; 
and that respondent's mark so resembles 
that of petitioner as to be likely, when 
applied to respondent's goods* to cause 
confusion or mistake or to deceive. 

The record in this ease consists of 
the pleadings, respondent's registration, 
and testimony and documentary and 
physical exhibits adduced in behalf of 
petitioner. 

[1] Respondent's registration consti- 
tutes prima facie evidence of its use 
of the mark "BABY SITTER" for in- 
fant's chairs since September 11, 1957, 
the filing date of its application there- 
for. American Throwing Company, Inc. 
v. Famous Bathrobe Company , Inc., 116 
USPQ 1S6 (CCPA, 1957). Peti- 
tioner, therefore, has here been under 
the burden of establishing in the first 
instance continuous use of "BABY 
SITTER" as a trademark for its baby 
carriers since at least prior to that date. 

The president of the petitioner's cor- 
poration, the only witness offered in 
its behalf, has testified that petitioner 
through predecessors in business, i-e., 
Infanseat Company, Inc., a corporation 
of which he was atao president; and 
Eldora Millwork and Manufacturing 
Company and Infanseat Company, a co- 
partnership of whicn he was a partner, 
has been engaged in the sale ox & com- 
bination baby carrier and baby seat 
since 19 51, and that petitioner and its 
said predecessors have, since Novem- 
ber S, 195S, continuously applied the 
mark "INFANSEAT" and the two- 
word mark "BABY SITTER" to every 
container in Which its product has been 
marketed. This testimony, however, is 
quite general in character, and, at least 
insofar as it relates to the use of 
"BABY SITTER" by petitioner or its 
predecessors since a date prior to re- 
spondent's record date, it ia not corrob- 
orated by any of the damumentary or 
physical exhibits made of record herein 
by petitioner* For example, copies of 

IReg. NO. 681J55A. 


es invoices which axe said to repre- 
sales of petitioner's product under 
* — "Sfi" 


Ee mark "BABY SITTER" on Novem- 
%r 8, 1953 refer only to the mark 
INFANSEAT"; a copy of a bill re- 
lived in October of 1953 by the first 
petitioner's predecessors for the pur- 
Ease of a die which is said to nave 
sen used by it' to imprint the mark 
BABY SITTER" on the cartons for 
,J product refers only to the mark 
gJlNFANSEAT"; an assignment which 
pportB to transfer title to a number 
.patents and trademarks from In- 
oseat Company, Inc. to petitioner 
jkes no reference to the mark 
JABY SITTER"; and another assign- 
Sent which purports to transfer title 
i the mark •'BABY SITTER" from the 
T _r$t of petitioner's predecessors to the 
Second was executed on June 10, 1963. 
£ tiul&te subsequent to the institution of 
m proceeding;. 

CM It is of course recognized that 
orfty of use of a trademark may be 
ablished by the uncorroborated tes- 
jony of a single witness, If his tea- 
cony is suf ficiently circumstantial, de- 
lite and otherwise convincing. In the 
^esent case, the testimony of petition* 
r's president is considered to fall far 
-icrt of meeting these requirements, 
-!nd hence to be quite insufficient as 
ftoof of petitioner's use of "BABY 
glTTER" as a trademark since prior to 
espondent's record date of use. 

Decision 
|;. The petition is dismissed- 


Patent Office Trademark Trial and 
Appeal Board 

fin re Diamond National Corporation 
Decided Sept 10, 1964 

IDEM ARES 

Marks and names euoject to ownership 
-*-Names — Corporations or partner- 
ship* (§67.5213) 
;;Afthough "Gardner" is Part of trade 
ne "The Gardner Division/' that, in 
r does not necessarily preclude 
Gardner" from being; a trademark as 
^ ell, since a name or part of a name of 
^corporation or division thereof may be 
L ' ^radefmark, trade name, or both; now- 
y Ver r considering that label's most protni- 
lent feature is a symbol trademark! that 
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